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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
8/6/2009 has been entered. 

Response to Amendment 

1 . The Amendment filed 6 August 2009 has been entered and fully considered. 

2. Claims 1 , 3-7, 9, 1 0, 1 2-1 5, 1 7-20, and 22-25 are pending, of which claims 24 
and 25 are new. The new claims 24 and 25 are supported by the originally filed 
disclosure. 

Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1,3, 5-7, 12, 13 and 17-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by or in the alternative under 35 U.S.C. 103(a) as being obvious over 
YAMAGUCHI et al. (US 6,228,800 B1). 

For instant claim 1, YAMAGUCHI teaches at abstract, column 1 lines 10- 
15, column 6 lines 40-65 and column 8 lines 49-60 catalyst suitable which 
consists essentially of a palladium compound supported upon a support material 
(carrier) selected from the group consisting of magnesia, alumina, silica -alumina^ 
and silica-alumina-magnesia and a compound of a lanthanide (Cerium (Ce)) . 

Also for instant claim 1, YAMAGUCHI teaches at column 12 lines 40-50 
that the amount of palladium supported is not critical; however, it is usually 0.1 to 
20% by weight which overlaps the claimed range of palladium present at a level 
in the range of about 50 ppm to about 1 % by weight calculated as Pd metal and 
the weight of the total catalyst. (MPEP 2131 .03 PART II) 

For instant claim 3, YAMAGUCHI teaches at column 6 lines 40-65 wherein 
the support comprises alumina. 

For instant claim 5, YAMAGUCHI teaches at column 6 line 59 - column 7 
line 25 wherein the catalyst is in the form of shaped particles having a dimension 
(diameter) of 3 mm which is within the claimed range of a minimum dimension 
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greater than 1 mm, thereby anticipating the claimed range. (MPEP 2131.02 
PART I) 



For instant claim 6 and 7, YAMAGUCHI teaches at column 6 lines 40-65 
wherein the lanthanide compound is a compound of cerium (Ce) or lanthanum 
(La). 



For instant claim 12, YAMAGUCHI teaches at column 13 lines 22-60 a 
process comprising the step of passing a mixture of a gaseous feed containing 
said hydrogenatable organic compound and hydrogen over a catalyst (partial 
hydrogenation of acetylenes to olefins). Also, YAMAGUCHI teaches at abstract, 
column 1 lines 10-15, column 6 lines 40-65 and column 8 lines 49-60 catalyst 
suitable which consists essentially of a palladium compound supported upon a 
support material (carrier) selected from the group consisting of magnesia, 
alumina, silica -alumina^ and silica-alumina-magnesia and a compound of a 
lanthanide (Cerium (Ce)) . 

Also for instant claim 12, YAMAGUCHI teaches at column 12 lines 40-50 
that the amount of palladium supported is not critical; however, it is usually 0.1 to 
20% by weight which overlaps the claimed range of palladium is present at a 
level in the range of about 50 ppm to about 1 % by weight calculated as Pd metal 
and the weight of the total catalyst. 
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For instant claim 13, YAMAGUCHI teaches at column 13 lines 22-60 
wherein said hydrogenatable organic compound comprises an acetylenic 
compound (acetylenes). 

For instant claim 17, YAMAGUCHI teaches at column 6 lines 40-65 
wherein the support comprises alumina. 

For instant claim 18, YAMAGUCHI teaches at column 6 line 59 - column 7 
line 25 wherein the catalyst is in the form of shaped particles having a dimension 
(diameter) of 3 mm which is within the claimed range of a minimum dimension 
greater than 1 mm, thereby anticipating the claimed range. (MPEP 2131.03 
PART I) 

For instant claim 19 and 20, YAMAGUCHI teaches at column 6 lines 40- 
65 wherein the lanthanide compound is a compound of cerium (Ce) or lanthanum 
(La). 

In view of this, the claimed invention is anticipated by the reference. In the 
alternative, the subject matter as a whole would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have 
selected the overlapping portion of the range disclosed by the reference because 
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overlapping ranges liave been lield to be a prima facie case of obviousness, see 
In re Malagari, 182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 1976). 

6. Claims 1 , 1 0, 1 2, 23, 24 and 25 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by or in tlie alternative under 35 U.S.C. 103(a) as being obvious over 
BOGDAN (US 6,013,173). 

For instant claim 1 , BOGDAN teaches at abstract and column 3 lines 35- 
66 a catalyst which consists essentially of a palladium compound supported upon 
a support material selected from the group consisting of titania, magnesia, 
alumina, or silica-alumina and a compound of a lanthanide. Also, BOGDAN 
teaches at column 5 lines 14-30 the platinum-group metal comprises palladium 
and generally will comprise about 0.01 to about 2 mass-% of the final catalytic 
composite. It is the Examiner's position that about 0.01 to about 2 mass-% is 
about 100 ppm to about 20,000 ppm, which overlaps the claimed range of about 
50 ppm to about 1 % by weight calculated as Pd metal and the weight of the total 
catalyst, thereby anticipating the claimed range. (MPEP 2131 .03 PART II) 

For instant claim 10, BOGDAN teaches at column 8 lines 25-40 and 
column 5 lines 10-30 the atomic ratio of Pd (palladium) to lanthanide metal is in 
the range of at least 1 .3:1 (1 :0.77) which encompasses the claimed range of 
1 :0.5-1 :3.5, thereby anticipating the claimed range. (MPEP 2131 .02 PART II) 
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For instant claim 12, BOGDAN teaches at abstract, column 1 lines 1-67 
and column 3 lines 35-66 a process for the hydrogenation of a hydrogenatable 
organic compound comprising the step of passing a mixture of a gaseous feed 
containing said hydrogenatable organic compound and hydrogen over a catalysts 
which consists essentially of a palladium compound supported upon a support 
material selected from the group consisting of titania, magnesia, alumina, or 
silica-alumina and a compound of a lanthanide. Also, BOGDAN teaches at 
column 5 lines 14-30 the platinum-group metal comprises palladium and 
generally will comprise about 0.01 to about 2 mass-% of the final catalytic 
composite. It is the Examiner's position that about 0.01 to about 2 mass-% is 
about 100 ppm to about 20,000 ppm, which overlaps the claimed range of about 
50 ppm to about 1 % by weight calculated as Pd metal and the weight of the total 
catalyst, thereby anticipating the claimed range. (MPEP 2131 .03 PART II) 

For instant claim 23, BOGDAN teaches at column 8 lines 25-40 and 
column 5 lines 10-30 the atomic ratio of Pd (palladium) to lanthanide metal is in 

the range of at least 1 .3:1 (1 :0.77) which encompasses the claimed range of 
1 :0.5-1 :3.5, thereby anticipating the claimed range. (MPEP 2131 .02 PART II) 

For instant claim 24, BOGDAN teaches at column 5 lines 14-30 the 
platinum-group metal comprises palladium and generally will comprise about 
0.01 to about 2 mass-% of the final catalytic composite or about 0.02 to about 1 
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nnass-%. It is the Examiner's position that about 0.01 to about 2 mass-% is about 
100 ppm to about 20,000 ppm, and about 0.02 to about 1 mass-% is about 200 
ppm to about 10,000 ppm, which both ranges overlaps the claimed range of 
about 50 ppm to about 1,000 ppm, thereby anticipating the claimed range. 
(MPEP 21 31 .03 PART II) 

For instant claim 25, BOGDAN teaches at column 5 lines 14-30 the 
platinum-group metal comprises palladium and generally will comprise about 
0.01 to about 2 mass-% of the final catalytic composite or about 0.02 to about 1 
mass-%. It is the Examiner's position that about 0.01 to about 2 mass-% is about 
100 ppm to about 20,000 ppm, and about 0.02 to about 1 mass-% is about 200 
ppm to about 10,000 ppm, which both ranges overlaps the claimed range of 
about 50 ppm to about 1 ,000 ppm, thereby anticipating the claimed range. 
(MPEP 21 31 .03 PART II). 

In view of this, the claimed invention is anticipated by the reference. In the 
alternative, the subject matter as a whole would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have 
selected the overlapping portion of the range disclosed by the reference because 
overlapping ranges have been held to be a prima facie case of obviousness, see 
In re Malagari, 182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 1976). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 4, 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over YAMAGUCHI et al. (US 6,228,800 B1 ) in view of WRIGHT et al. (US 3,549,720). 

For instant claim 4, YAMAGUCHI teaches at column 13 lines 22-60 a use 
for his compound partial hydrogenation of acetylenes to olefins. Also, 
YAMAGUCHI teaches at abstract, column 1 lines 10-15, column 6 lines 40-65 
and column 8 lines 49-60 catalyst suitable which consists essentially of a 
palladium compound supported upon a support material (carrier) selected from 
the group consisting of magnesia, alumina, silica -alumina^ and silica-alumina- 
magnesia. 

For instant claim 4, WRIGHT teaches at abstract a compound which is 
similar to that claimed and YAMAGUCHI et al. teaches in that it is made of 
palladium and alumina. Also, WRIGHT teaches at abstract that the catalyst is for 
a similar use as claimed and YAMAGUCHI et al. teaches in that the use is for 
hydrogenation of acetylenes in a gas stream containing olefins. Furthermore, 
WRIGHT teaches at column 2 lines 15-35, that the taught catalysts' majority 
quantity of pore diameter is smaller than 800 angstroms (0.08 microns which 
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overlaps the claimed range of wherein the mean pore diameter lies within the 
range 0.05-1 micron, thereby causing the claimed range to be obvious. 

For instant claim 4, WRIGHT also teaches at column 1 line 60 - 70 and 
column 2 lines 15-22, that large quantities of alumina are used as supports for 
noble metal hydrogenatlon catalysts, particularly as supports for palladium 
catalysts. However, It is now recognized that physical properties of the various 
aluminas, such as surface area, pore size or pore size distribution and the like, 
should fall within narrow ranges for various reactions. For example, when 
selectively treating a particular size range molecule it is often advantageous to 
have a particular alumina pore size. 

For instant claim 4, one of ordinary skill in the pertinent art at the time of 
invention would have been motivated to modify the invention of YAMAGUCHI 
with the pore diameter technique taught by WRIGHT et al. to provide the 
predictable result of a superior catalyst in the hydrogenatlon of acetylenes in a 
gas stream containing olefins. 

For instant claim 14 and 15, WRIGHT et al. teaches at table 1 and column 
3 lines 25-75 a gaseous feed stream contains a minor proportion (0.244%) of an 
acetylenic (acetylene C2H2) compound and a major proportion (39.3%) of an 
olefinic compound (ethylene C2H4), in addition to hydrogen (H2). 

For instant claim 14 and 15, it would have been obvious for one of 
ordinary skill in the pertinent art at the time of invention to combine the process 
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elements for hydrogenation of acetylenes to olefins taught by WRIGHT et al. and 
claimed at 14 and 15 with the partial hydrogenation of acetylenes to olefins 
process taught by YAMAGUCHI at column 13 lines 25-60 by known methods and 
that in combination, each element merely would have performed the same 
function as it did separately. One of ordinary skill in the art would have 
recognized that the results of the combination were predictable because 
WRIGHT et al. uses a similar process and catalyst as YAMAGUCHI does. (KSR 

International Co. v. Teleflex Inc., 550 U.S. , 82 USPQ2d 1385, 1395-97 

(2007)). 



9. Claims 9 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

BOGDAN (US 6,013,173). 

For instant claim 9 and 22, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have wherein the 
lanthanide compound is present at a concentration of 50-5000 ppmw based on 
the lanthanide metal and the weight of the total catalyst. BOGDAN teaches at 
column 8 lines 25-40 wherein the lanthanide compound is present at a 
concentration of about 0.05 to about 5 based on the lanthanide metal and the 
weight of the total catalyst. Also, BOGDAN teaches at column 1 lines 1-26, that 
his invention is suitable for hydrogenation which is similar to the use of the 
present invention as presented at instant claim 1 and 12. Since, it has been held 
that where the general conditions of a claim are disclosed in the prior art. 
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discovering the optimum or workable ranges involves only routine skill in the art. 
(MPEP 2144.05 PART II). 

Response to Arguments 

1 0. Applicant's arguments filed 6 August 2009 have been fully considered but they 
are not persuasive. 

1 1 . The Applicant argues that YAMAGUCHI fails to disclose the range of palladium 
present in an amount of about 50 ppm to about 1% by weight with sufficient specificity 
to rise to the level of anticipation. The Examiner respectively disagrees, and maintains 
the rejection supported by the Examiner's response to this Argument provided in the 
previous Office Action. 

1 2. Applicant argues at page 5 last line and page 6 first two lines that the addition of 
Group IVA metal and indium would materially effect the basic and novel characteristics 
of the Applicant's invention. The Examiner respectively disagrees. The Examiner notes 
that the Applicant thus far has not provided evidence that the addition of Group IVA 
metal and indium to there claimed composition would materially effect the basic and 
novel characteristics of the Applicant's invention as is the Applicant's burden. (See 
MPEP 21 1 1 .02 Part II). Furthermore, the Examiner notes that DUPIN et al. (US 
4,602,000) teaches at the title and column 1 lines 5-10 and column 3 line 54-column 4 
lines 10 a catalyst and this catalyst comprises at least one metal from group VII of the 
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periodic classification including palladium and at least one additional metal used as a 
promoter including cerium (a lanthanide). Also, DUPIN et al. teaches at the additional 
metal (promoter) maybe tin, indium or cerium. Additionally, DUPIN et al. teaches at 
column 3 lines 45-54 that the catalyst has many uses including hydrocarbon 
hydrogenation. As well, BOGDAN teaches at column 6 lines 13-17 the preferred Group 
IVA metal is tin. It is the Examiner's position that providing a plurality of promoters 
(analogous to BOGDAN) rather than a single promoter would not materially affect the 
basic and novel characteristics of the Applicant's invention. 

1 3. In response to applicant's argument that the prior art of record does not disclose 
the new claim limitations the Applicant is invited to review the above rejections directed 
to the new claim limitations 

14. The Applicant argues that the listing by YAMAGUGHI et al. fails to teach the 
claimed genus with sufficient specificity. Absent any further teaching as to why or how 
the limitation is absent from the reference the Examiner does not find the argument 
persuasive and maintains the rejection. 

Also, the Examiner notes: MPEP 2131.02 states... 

"A generic claim cannot be allowed to an applicant if the prior art discloses a 
species falling within the claimed genus." The species in that case will anticipate 
the genus. In re Slayter, 276 F.2d 408, 41 1 , 125 USPQ 345, 347 (CCPA 1960); 
In re Gosteli, 872 F.2d 1008, 10 USPQ2d 1614 (Fed. Cir. 1989) 
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Furthermore, MPEP 2131 .04 describes that evidence of secondary 
considerations, such as unexpected results or commercial success, is irrelevant 
to 35 U.S.C. 102 rejections and thus cannot overcome a rejection so based. In re 
Wiggins, 488 F.2d 538, 543, 179 USPQ 421, 425 (CCPA 1973). 

1 5. Applicant argues at page 7 paragraph 2 that BOGDAN fails to teach the claimed 
range with sufficient specificity. Absent any further teaching as to why or how the 
limitation is absent from the reference the Examiner does not find the argument 
persuasive and maintains the rejection. Also, the Examiner notes that BOGDAN 
teaches at column 14 the platinum catalyst B with 0.36 mass % which is lower than 
Applicant's alleged lowest mass % of 0.37 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

A. KOVACH et al . (US 3,679,773) 25 July 1 972 Dehydrogenation-Type 

Reactions with Group VIII Catalysts. 

B. DAI et al. (US 2002/0004622 Al) 10 January 2002 Process for Selectively 
Hydrogenating Mixed Phase Front End C2-C10 Greater Unsaturated 
Hydrocarbons 

0. ANTOS (US 3,915,845) 28 October 1975 Hydrocarbon Conversion with a 
Multimetallic Catalytic Composite. 
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D. BOGDAN (US 6,495,487 B1 ) 1 7 December 2002 Selective Bifunctional 
Multimetallic Reforming Catalyst 

E. SALEM et al. (US 2002/0062039 A1 ) 23 May 2002 Fluid Bed Vinyl 
Acetate Catalyst 

F. BYRKIT (US 2,094,1 17) 28 September 1937 Hydrogenation process 

G. BYRKIT (US 2,1 74,651 ) 3 October 1 936 Hydrogenation process 

H. MCCARTHY et al. (US 2,946,829) 26 July 1 960 Selective Hydrogenation 
and Palladium Catalyst Therefor 

I. HOGG et al. (US 3,549,720) 22 December 1970 Selective Hydrogenation 
of Acetylenes and Catalyst Therefor 

J. BOCCIARELLI (US 3,997,651) 14 December 1976 Catalyst Material, 

Method of Preparation Thereof, and Method and Apparatus 
K. KNAPTON et al. (US 4,189,405) 19 February 1980 Intermetallic Catalysts 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANTHONY SHUMATE whose telephone number is 
(571)270-5546. The examiner can normally be reached on M-Th 9-4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Marcheschi can be reached on (571)272-1374. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A.S./ 

Examiner Art Unit 1797 



/Michael A Marcheschi/ 
Supervisory Patent Examiner, Art 
Unit 1797 



